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DETAILED ACTION 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: "includ[e]ing" in line 
7 should be replaced with -including-. Appropriate correction is required. 

Claim Rejections -35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshikawa et al. (U.S. 6146320) [hereinafter Yoshikawa] in view of Nakamura et al. 
(U.S. 6567638) [hereinafter Nakamura]. 

Yoshikawa discloses in Fig. 1 a device comprising a shaft 1 , an innermost layer 
2, an outer layer 4 and an intermediate layer 3. The intermediate layer comprises an ion 
conducting agent and a carbon black. 

Yoshikawa does not explicitly teach the particular resistivity of the intermediate 
and the outer layers, as stated in claim 1 , and the particular amount of the ionic 
conductive agent and of carbon black in the intermediate layer, as stated in claim 2. 

Nakamura teaches in Fig. 2 a device in the field of applicant's endeavor that, in 
order to regulate resistivity of the layer, the amount of the conductive additives (col. 6, 
lines 50-52) can be controlled/ regulated. Thus, in a broad sense, Nakamura teaches to 
achieve any resistivity, including the claimed resistivity by regulating the amount of the 
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conductive additives (ionic conductive agent and carbon black). This would imply, that, 
in order to make the resistivity claimed by applicant, one should, among other, adjust 
the amount of the ionic agent and the carbon black, as claimed by applicant in claim 2. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device disclosed by Yoshikawa, so as to 
adjust the carbon black and ionic conductive agent, such that to obtain any desirable 
resistivity of the layers, as taught by Nakamura, including the resistivity, as claimed, 
because the particular resistivity, absent any criticality, is only considered to be the 
"optimum" amount of resistivity that a person having ordinary skill in the art at the time 
the invention was made using routine experimentation would have found obvious to 
provide for the device, disclosed by Yoshikawa, since it has been held to be a matter of 
obvious design choice and within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use of the invention. In re 
Leshin. 125 USPQ416. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device, disclosed by Yoshikawa, so as to 
adjust the carbon black and ionic conductive agent, such that to obtain any desirable 
resistivity of the layers, as taught by Nakamura, including the desired claimed resistivity 
(10 6 ohmxcm and 10 7 -10 13 ohmxcm, and the amount 0.5-10 wt parts of the ionic 
conductive agent and 20-50 wt parts of carbon black), because the particular volume 
resistivity, absent any criticality, is only considered to be the "optimum" amount of 
resistivity that a person having ordinary skill in the art at the time the invention was 
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made using routine experimentation would have found obvious to provide for the layers 
disclosed by Ishii since it has been held to be a matter of obvious design choice and 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use of the invention. In re Leshin. 125 USPQ 416. 
Also, the particular amount of the ionic conductive agent and carbon black, i.e., 0.5-10 
wt parts of the ionic conductive agent and 20-50 wt parts of carbon black), absent any 
criticality, is only considered to be the "preferred" or "optimum" amount of additives that 
a person having ordinary skill in the art at the time the invention was made would have 
been able to determine using routine experimentation based, among other things, on 
the desired volume resistivity, etc. See in re Boesch. 205 USPQ 215 (CCPA 1980V 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the additive of 0.5-1 0 wt parts of the ionic conductive 
agent and 20-50 wt parts of carbon black, so a s to obtain a desired volume resistivity. 
4. Claims 1 -2 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Ishii 
et al. (U.S. 5925893) [hereinafter Ishii] in view of prior art by Law et al. (U.S. 5753317) 
[hereinafter Prior art]. 

Ishii discloses in Figs. 2A-2B a device comprising a shaft, an innermost layer, an 
outer layer and an intermediate layer 2c or 3c. Ishii states that volume resistivity (col. 7, 
lines 17-18) of the layers can be controlled to a desired resistivity by adding a 
fluorinated carbon (carbon black) or ionic conductive agent to the intermediate layer. 
The intermediate layer comprising an ion conducting agent or carbon black. Ishii 
teaches to add about 5-65 weight percent of carbon black. Ishii also states that the 
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additives can be are added onto the outer layer, thus, in a broad sense, suggesting that 
the resistivity of these layers can be controlled to a desired resistivity. 

Ishii does not explicitly suggest to add both ionic conductive agent and carbon 
black to an intermediate layer, as stated in claim 1 , with the remaining limitations of 
claims 1-2. 

Prior Art discloses a device in the field of applicant's endeavor. Law states that it 
is known in the art to attempt to control resistivity by adding ionic and carbon black 
additives to a component layers. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device disclosed by Ishii, so as to add both, 
carbon black and ionic conductive agent, to the intermediate layer (and the outer layer), 
as taught by the Prior art, so as to obtain any desirable volume resistivity of the layers, 
including the claimed volume resistivity, as very well known in the art, as suggested by 
the Prior art. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device, disclosed by Ishii, so as to adjust the 
carbon black and ionic conductive agent, such that to obtain any desirable resistivity of 
the layers, as taught by Prior Art, including the desired claimed resistivity (10 6 ohmxcm 
and 10 7 -10 13 ohmxcm, and the amount 0.5-10 wt parts of the ionic conductive agent and 
20-50 wt parts of carbon black), because the particular volume resistivity, absent any 
criticality, is only considered to be the "optimum" amount of resistivity that a person 
having ordinary skill in the art at the time the invention was made using routine 



Application/Control Number: 10/812,077 Page 6 

Art Unit: 2859 

experimentation would have found obvious to provide for the layers disclosed by Ishii 
since it has been held to be a matter of obvious design choice and within the general 
skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use of the invention. In re Leshin. 125 USPQ 416. 

Also, the particular amount of the ionic conductive agent and carbon black, i.e., 0.5-10 
wt parts of the ionic conductive agent and 20-50 wt parts of carbon black), absent any 
criticality, is only considered to be the "preferred" or "optimum" amount of additives that 
a person having ordinary skill in the art at the time the invention was made would have 
been able to determine using routine experimentation based, among other things, on 
the desired volume resistivity, etc. See in re Boesch. 205 USPQ 215 (CCPA 1980). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the additive of 0.5-1 0 wt parts of the ionic conductive 
agent and 20-50 wt parts of carbon black, so a s to obtain a desired volume resistivity. 

5. Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over of 
Nakamura et al. (U.S. 6567638) [hereinafter Nakamura] in view of Ishii. 

Nakamura teaches in Fig. 2 a device in the field of applicant's endeavor 
comprising an outer layer, an intermediate layer 2, a shaft 1 and states that, in order to 
regulate a volume resistance of a layer, the amount of conductive additives (col. 6, lines 
50-52). Thus, in a broad sense, Nakamura teaches to achieve any volume resistivity, 
including the claimed resistance by regulating the amount of the conductive additives 
(ionic conductive agent and carbon black) to the intermediate layer. This would imply, 
that, in order to make the resistance claimed by applicant, one should, among other, 
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adjust the amount of the ionic agent and the carbon black, as claimed by applicant in 
claim 2. 

Nakamura does not explicitly teach an inner layer, the particular amount of 
resistance of the intermediate and the outer layers, as stated in claim 1 , and the 
particular amount of the ionic conductive agent and of carbon black in the intermediate 
layer, as stated in claim 2. 

Ishii discloses in Figs. 2A-2B a device comprising a shaft, an innermost layer, an 
outer layer and an intermediate layer. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device, disclosed by Nakamura, so as to 
have an inner layer, as taught by Ishii, in order to have a layer between a shaft and the 
intermediate layer, so as to protect the conductive intermediate layer from the shaft and 
avoid short circuit. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device, disclosed by Nakamura, so as to 
adjust the carbon black and ionic conductive agent, such that to obtain any desirable 
resistivity of the layers, as taught by Ishii, including the desired claimed resistivity 
(10 6 ohmxcm and 10 7 -10 13 ohmxcm, and the amount 0.5-10 wt parts of the ionic 
conductive agent and 20-50 wt parts of carbon black), because the particular volume 
resistivity, absent any criticality, is only considered to be the "optimum" amount of 
resistivity that a person having ordinary skill in the art at the time the invention was 
made using routine experimentation would have found obvious to provide for the layers 
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disclosed by Ishii since it has been held to be a matter of obvious design choice and 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use of the invention. In re Leshin, 125 USPQ 416. 
Also, the particular amount of the ionic conductive agent and carbon black, i.e., 0.5-10 
wt parts of the ionic conductive agent and 20-50 wt parts of carbon black), absent any 
criticality, is only considered to be the "preferred" or "optimum" amount of additives that 
a person having ordinary skill in the art at the time the invention was made would have 
been able to determine using routine experimentation based, among other things, on 
the desired volume resistivity, etc. See in re Boesch, 205 USPQ 215 (CCPA 1980). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the additive of 0.5-10 wt parts of the ionic conductive 
agent and 20-50 wt parts of carbon black, so a s to obtain a desired volume resistivity. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The prior art cited in the PTO-892 and not mentioned above 
disclose related devices and methods. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Gail Verbitsky whose telephone number is 571/272- 

2253. The examiner can normally be reached on 7:30 to 4:00 ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Diego Gutierrez can be reached on 571/272-2245. The fax phone number 

for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



GKV 



Gail Verbitsky (J u 
Primary Patent Examiner, TC 2800 




September 19, 2005 



